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DETAILED ACTION 

Claim Objections 

1 . Claims 4 - 8 are objected to under 37 CFR 1 .75(c) as being in improper form because 
they cannot depend from any other multiple dependent claim. See MPEP § 608.01(n). 
Accordingly, the claims 4-8 have not been further treated on the merits. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claim 9 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. In claim 9 the formulas I and II require variables R and R', which have not been 
defined by the claim. Claim 9 is an independent claim and therefore each and every limitation of 
the claim must be defined within. It appears that applicants have attempted to define R and R 
with the recitation of "R, the same or different, and R, also the same or different, have the 
meanings illustrated above." However said recitation does not define R and R since R and R 
each have at least two separate definitions in the preceding claims. For purposes of examination 
R and R are taken as described in claim 1 . 
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5. Claims 1 - 4, 7 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

6. Claims 1 - 4, 7 provides for the use of mixture as solvent or fuel, but, since the claim 
does not set forth any steps involved in the method/process, it is unclear what method/process 
applicant is intending to encompass. A claim is indefinite where it merely recites a use without 
any active, positive steps delimiting how this use is actually practiced. 

7. Claims 1 - 4, 7 are rejected under 35 U.S.C. 101 because the claimed recitation of a use, 
without setting forth any steps involved in the process, results in an improper definition of a 
process, i.e., results in a claim which is not a proper process claim under 35 U.S.C. 101 . See for 
example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 
255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

9. Claims 1-3,7 are rejected under 35 U.S.C. 102(b) as being anticipated by Renga (WO 
93/09111) 

10. In regards to claims 1-3,7 Renga teaches a solvent mixture (page 2 lines 30-31: 
glycerol carbonate esters and their use in reducing the viscosity of surfactants . Solvent mixture 
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is surfactant and glycerol carbonate ester) [ according to applicants specification page 6 lines 1 - 
3: a solvent can comprise the glycerol carbonate ester mixture alone, or can be further mixed 
with water and surfactants ], comprising one or more alkyl esters of fatty acid having formula 
I and one or more esters of fatty acids of glycerol carbonate having formula II (page 3 lines 
30 - 40, page 4 lines 1-2: products are formula I and formula II with R group having from 1 - 
22 carbons), esters of fatty acids of glycerol carbonate are present from 10 to 40% (page 8 
lines 29 - 30: glycerol carbonate ester of caprylic acid about 25%), use as conventional 
industrial solvent (page 2 lines 30-31). 

11. Claims 1, 8 are rejected under 35 U.S.C. 102(b) as being anticipated by Sturwold (US 
4,885,104) 

12. In regards to claims 1, 8, Sturwold teaches solvent mixture (column 7 lines 11-15: 
lubricants of this invention can be used with carrier or diluent. The prereacted fat/oils are 
commonly blended with a suitable solvent , carrier or base oil) comprising alkyl esters of fatty 
acids having formula I (column 4 lines 41-50; column 5 lines 15-20: methyl ester of 
carboxylic acid having from 2 to 36 carbon atoms ) and one or more esters of fatty acids of 
glycerol carbonate having formula II [ According to applicant's disclosure, esters of glycerol 
carbonate are esters found in rapeseed oil, palm oil, cotton seed oil etc: see applicant's 
specification page 4 lines 13 - 201 (Sturwold, column 4 lines 22 - 25 : fat or oil is selected from 
palm oil , peanut oil, cotton seed oil etc), solvent composition comprising mixture of ester 
formulated together with water and surfactants (column 7 lines 61 - 64: lubricant 
composition constitute dispersion or emulsion : column 8 lines 1-5: emulsifying/dispersing agent 
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triglyceride being used). An emulsion is a 



Claim Rejections - 35 USC §103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

14. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

15. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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16. Claims 4 - 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Renga (WO 
93/091 1 1) in view of Tateno et al. (EP 1 12601 1) 

17. In regards to claim 4-6, the teachings of Renga in §7 above are hereby incorporated 
herein. Renga does not necessarily teach fuel mixture comprising alkyl esters of fatty acid and 
fatty acid esters of glycerol carbonates in diesel cycle engines, or mineral gasoil. Tateno 
teaches fuel mixture comprising esters of glycerol carbonate (title: process for producing fatty 
acid esters and fuels comprising fatty acid ester ), \ 0009: fatty acid alkyl esters and glycerol ], 
[0016: typical examples of oil or fat include rapeseed oil palm oil etc], fuel for diesel cycle 
engines [0003: processes have been described for manufacturing fuels for diesel engine by 
transesterification of an oil or fat], fuel compositions comprising mixture of esters added to 
mineral gasoil [0018: The oil or fat may contain crude oil, heavy oil, light oil (or fuel oil), 
mineral oil . (Gas oil is simply any hydrocarbon oil used as fuel oil especially petroleum 
distillates with low boiling ranges)], fuel compositions comprising the mixture of esters and 
at least one additive for fuels [0018: detergents]. Tateno provides a motivation for using low 
fatty acids of alkyl esters (such as methyl, ethyl, isopropyl esters or alkyl groups with low 
number of carbons) for fuels in diesel engines stating that "relatively low viscosity may cause 
abrasion or seizing. ..too high molecular weight may cause odor or smoke. Methyl, ethyl esters 
produce a fuel for diesel engine having high performance at a low temperature" [0060 - 0061]. It 
would have been obvious to a person of ordinary skill in the art at the time of the invention to 
combine the teachings of Tateno and Renga in order to prepare a fuel oil for diesel engine that 
does not cause engine seizing or smoking at a low temperature. 
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18. Claims 9 - 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Renga 
(WO 93/091 1 1) in view of White et al. (US 4,032,550) 

19. In regards to claims 9-11, the teachings of Renga in §7 above are hereby incorporated. 
Renga teaches a process of preparation of a mixture comprising one or more alkyl esters of 
formula I and formula II, performing the reaction in the presence of base catalyst (page 3 lines 
20-26: methods of preparing glycerol carbonate ester compound in the presence of a catalyst, 
for example, strong bases ), washing with water or aqueous acid and extraction with an 
organic solvent (page 8 lines 10-16: crude reaction or alkyl ester mixture is washed with water 
and then extracted with ether), water is extracted by means of azeotropic distillation with 
organic azeotrope-forming solvent (page 8 lines 20 - 21 : methyl caprylate or alkyl ester 
mixture was they removed by vacuum distillation. Here the mixture that was previously washed 
with water is extracted from water and/ or any other unwanted diluent) (page 8 line 5: dimethyl 
carbonate is azeotroping agent ), alkyl carbonate to be reacted is dimethyl carbonate or 
diethyl carbonate, azeotrope-forming solvent consists of dialkyl carbonates (page 4 lines 30 
-31: lower alky carbonate may comprise dimethyl carbonate). Renga does not teach 
purification of mixture by means of neutralization, removal of catalyst, or performing the 
reaction in the absence of water. White teaches process for the production of esters (title) 
comprising performing the reaction in the absence of water (column 5 lines 43 -45: facilitate 
completion of reaction by removing water ), purification of mixture obtained by means of 
neutralization (column 1 lines 49-54: there are two major problems associated with use of 
acidic and basic catalysts, they promote side reactions resulting in undesirable by-products and 
require neutralization at the completion of the reaction), removal of catalyst (column 9 lines 25 
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- 26: virtually all the catalyst can be removed at the end of the reaction using simple filtration 
procedures). White teaches that neutralization, and removal of water and catalysts are necessary 
because the "catalysts promote side reactions therefore requiring neutralization, and [transition 
metal catalyst compounds] hydrolyze in the presence of water with proportionate loss of 
[catalyst] activity" (column 1 lines 49 - 63). It would have been obvious to one of ordinary skill 
in the art at the time of the invention to combine the teachings of White with that of Renga in 
order to prevent side reactions that would hydrolyze the catalyst and therefore require larger 
amounts of catalysts in order to ensure completion of the esterification process. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TAIWO T. OLADAPO whose telephone number is (571)270- 
3723. The examiner can normally be reached on Monday - Friday (1 1 :30-5:00) EST, ALT 
Friday's Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mikhail Kornakov can be reached on 571-272-1303. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



TO 

/Michael Kornakov/ 

Supervisory Patent Examiner, Art Unit 4151 



